
Since the U.S. Court Of Appeals for the Federal 
Circuit was established in 1982 – the only federal 
appeals court which hears patent case – the U.S. 

Supreme Court and Congress has given relatively scant 
attention to patent law.  However, patent law has now 
become the focus of the judicial, legislative, and regu-
latory branches of the U.S. Government.  This focus 
begs the following questions:  What changes have are 
taking place and what steps should businesses be taking 
to better protect themselves?

As to the first question, the Supreme Court has 
recently been handing down a number of patent deci-
sions changing the way patent laws will be enforced. 
Concurrently, Congress has been pursuing the Patent 
Reform Act — currently stalled in the Senate — which 
would change the patent landscape entirely.  The United 
States Patent and Trademark Office (USPTO) has also 
gotten into the act, trying to push through new patent 
rules currently enjoined by a Virginia federal court.

As to specific examples of these changes, the U.S. 
Supreme Court has handed down the following recent 
rulings:

• In KSR v. Teleflex, 127 S.Ct. 1727 (2007), the 
Court rejected the notion that the test employed by 
the Federal Circuit to determine whether a patent was 
obvious to one of ordinary skill in the art and there-
fore invalid –  the teaching-suggestion-motivation test 
– was the only test.  This has arguably  broadened the 
number of obviousness arguments that can be made 
against a patent.

• In Microsoft v. AT&T, 17 S.Ct. 1746 (2007) the 
Court held that certain products, such as certain soft-
ware-related products, sold outside the United States 
are not within the reach of the U.S. patent laws.

· In  Medimmune v. Genentech, 127 S.Ct. 764 
(2007) the Court made it easier for a patent licensee to 
seek a declaratory judgment that the licensed patent is 
invalid, unenforceable, or not infringed.

• In  Ebay v. Merc Exchange, 126 S.Ct. 1837 (2007) 
the Court held that a four-factor test must now be con-
sidered in deciding whether to grant injunctive relief 
against adjudged infringers as opposed to granting such 
injunctions as a matter of course.  As a result, patent 
owners in certain cases may lose the right to exclude 
others, a right which was formerly one of their most 
potent weapons.

The proposed Patent Reform Act currently stalled 
in the Senate would, among other things, have the fol-
lowing effects:  (1) Switch the right of ownership to a 

patented invention from the first-to-invent to the first-
to-file for the patent.  (2) Limit the damages recover-
able from a patent infringer.  (3) Eliminate one of 
the defenses to patent infringement — the best mode 
defense pursuant to which a patent can be determined 
invalid if the patentee failed to disclose the best mode 
associated with the subject invention.

 The new USPTO rules would restrict an inventor’s 
current rights to seek patent protection by limiting (1) 
the number of continuation patent applications that 
may be filed pursuant to an original application, (2) 
the number of requests for continued examinations 
of a patent application, and (3) the number of claims 
within a patent.

So what steps should businesses be taking in light of 
these changes?

First, patents must be drafted more precisely to avoid 
any of the new possible pitfalls.  For example, in light 
of KSR, the patent language must be carefully chosen 
to avoid any suggestion that the subject invention was 
somehow routine or obvious to one of ordinary skill 
in the art.   

Second, patent-related documents, such as pat-
ent licenses, must be drafted with more precision to 
strengthen them against possible attacks.  For example, 
in light of Medimmune, a patent owner should con-
sider licensing language which addresses the licensee’s 
right to challenge the licensed patent.

Third, businesses need to work with knowledgeable 
patent counsel in reducing risks of patent infringement 
exposure.  For example, in light of Microsoft, busi-
nesses involved in international commerce may avoid 
infringement by providing master disks, blueprints, 
or templates to foreign manufacturers who then use 
such materials to produce and sell otherwise infringing 
products outside the United States.

Fourth, businesses which own patents should work 
closely with patent counsel in taking proper steps to 
ensure the maximum recoverable damages in the event 
of patent enforcement litigation.  

Firth, if first-to-file system of the Patent Reform Act 
is enacted, businesses should work with efficient patent 
counsel to ensure that patent applications are prepared 
and filed as expeditiously as possible.

 In summary, businesses concerned with patent 
rights need to work with patent counsel who are not 
only competent, but who keep abreast of all new 
developments in the law and change their practice and 
advice accordingly.  ■

PATENT LAW UNDER SIEGE: 
WHAT DOES IT MEAN?

BY JOHN M. HALAN

Brooks Kushman, PC

A DV E RT I S I N G  S U P P L E M E N T  TO  B U S I N E S S  R E V I E W5 2

2008-09



<<
  /ASCII85EncodePages false
  /AllowTransparency false
  /AutoPositionEPSFiles true
  /AutoRotatePages /None
  /Binding /Left
  /CalGrayProfile ()
  /CalRGBProfile (Adobe RGB \0501998\051)
  /CalCMYKProfile (AANews_120lpi.icm)
  /sRGBProfile (sRGB IEC61966-2.1)
  /CannotEmbedFontPolicy /Warning
  /CompatibilityLevel 1.6
  /CompressObjects /Off
  /CompressPages true
  /ConvertImagesToIndexed true
  /PassThroughJPEGImages false
  /CreateJDFFile false
  /CreateJobTicket true
  /DefaultRenderingIntent /Default
  /DetectBlends true
  /DetectCurves 0.1000
  /ColorConversionStrategy /LeaveColorUnchanged
  /DoThumbnails true
  /EmbedAllFonts true
  /EmbedOpenType true
  /ParseICCProfilesInComments true
  /EmbedJobOptions true
  /DSCReportingLevel 0
  /EmitDSCWarnings false
  /EndPage -1
  /ImageMemory 524288
  /LockDistillerParams false
  /MaxSubsetPct 100
  /Optimize true
  /OPM 1
  /ParseDSCComments true
  /ParseDSCCommentsForDocInfo true
  /PreserveCopyPage true
  /PreserveDICMYKValues true
  /PreserveEPSInfo true
  /PreserveFlatness false
  /PreserveHalftoneInfo false
  /PreserveOPIComments true
  /PreserveOverprintSettings true
  /StartPage 1
  /SubsetFonts false
  /TransferFunctionInfo /Preserve
  /UCRandBGInfo /Preserve
  /UsePrologue false
  /ColorSettingsFile (None)
  /AlwaysEmbed [ true
  ]
  /NeverEmbed [ true
  ]
  /AntiAliasColorImages false
  /CropColorImages false
  /ColorImageMinResolution 150
  /ColorImageMinResolutionPolicy /OK
  /DownsampleColorImages true
  /ColorImageDownsampleType /Bicubic
  /ColorImageResolution 300
  /ColorImageDepth -1
  /ColorImageMinDownsampleDepth 1
  /ColorImageDownsampleThreshold 1.50000
  /EncodeColorImages true
  /ColorImageFilter /DCTEncode
  /AutoFilterColorImages true
  /ColorImageAutoFilterStrategy /JPEG
  /ColorACSImageDict <<
    /QFactor 0.40
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /ColorImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000ColorACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000ColorImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasGrayImages false
  /CropGrayImages false
  /GrayImageMinResolution 150
  /GrayImageMinResolutionPolicy /OK
  /DownsampleGrayImages true
  /GrayImageDownsampleType /Bicubic
  /GrayImageResolution 300
  /GrayImageDepth -1
  /GrayImageMinDownsampleDepth 2
  /GrayImageDownsampleThreshold 1.50000
  /EncodeGrayImages true
  /GrayImageFilter /DCTEncode
  /AutoFilterGrayImages true
  /GrayImageAutoFilterStrategy /JPEG
  /GrayACSImageDict <<
    /QFactor 0.40
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /GrayImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000GrayACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000GrayImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasMonoImages false
  /CropMonoImages false
  /MonoImageMinResolution 1200
  /MonoImageMinResolutionPolicy /OK
  /DownsampleMonoImages false
  /MonoImageDownsampleType /Average
  /MonoImageResolution 1200
  /MonoImageDepth -1
  /MonoImageDownsampleThreshold 1.50000
  /EncodeMonoImages true
  /MonoImageFilter /CCITTFaxEncode
  /MonoImageDict <<
    /K -1
  >>
  /AllowPSXObjects true
  /CheckCompliance [
    /None
  ]
  /PDFX1aCheck false
  /PDFX3Check false
  /PDFXCompliantPDFOnly false
  /PDFXNoTrimBoxError true
  /PDFXTrimBoxToMediaBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXSetBleedBoxToMediaBox true
  /PDFXBleedBoxToTrimBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXOutputIntentProfile (None)
  /PDFXOutputConditionIdentifier ()
  /PDFXOutputCondition ()
  /PDFXRegistryName ()
  /PDFXTrapped /False

  /Description <<
    /ENU (August 2007 settings )
  >>
  /Namespace [
    (Adobe)
    (Common)
    (1.0)
  ]
  /OtherNamespaces [
    <<
      /AsReaderSpreads false
      /CropImagesToFrames true
      /ErrorControl /WarnAndContinue
      /FlattenerIgnoreSpreadOverrides false
      /IncludeGuidesGrids false
      /IncludeNonPrinting false
      /IncludeSlug false
      /Namespace [
        (Adobe)
        (InDesign)
        (4.0)
      ]
      /OmitPlacedBitmaps false
      /OmitPlacedEPS false
      /OmitPlacedPDF false
      /SimulateOverprint /Legacy
    >>
    <<
      /AllowImageBreaks true
      /AllowTableBreaks true
      /ExpandPage false
      /HonorBaseURL true
      /HonorRolloverEffect false
      /IgnoreHTMLPageBreaks false
      /IncludeHeaderFooter false
      /MarginOffset [
        0
        0
        0
        0
      ]
      /MetadataAuthor ()
      /MetadataKeywords ()
      /MetadataSubject ()
      /MetadataTitle ()
      /MetricPageSize [
        0
        0
      ]
      /MetricUnit /inch
      /MobileCompatible 0
      /Namespace [
        (Adobe)
        (GoLive)
        (8.0)
      ]
      /OpenZoomToHTMLFontSize false
      /PageOrientation /Portrait
      /RemoveBackground false
      /ShrinkContent true
      /TreatColorsAs /MainMonitorColors
      /UseEmbeddedProfiles false
      /UseHTMLTitleAsMetadata true
    >>
    <<
      /AddBleedMarks false
      /AddColorBars false
      /AddCropMarks false
      /AddPageInfo false
      /AddRegMarks false
      /BleedOffset [
        0
        0
        0
        0
      ]
      /ConvertColors /NoConversion
      /DestinationProfileName (sRGB IEC61966-2.1)
      /DestinationProfileSelector /NA
      /Downsample16BitImages true
      /FlattenerPreset <<
        /ClipComplexRegions true
        /ConvertStrokesToOutlines false
        /ConvertTextToOutlines false
        /GradientResolution 300
        /LineArtTextResolution 1200
        /PresetName ([High Resolution])
        /PresetSelector /HighResolution
        /RasterVectorBalance 1
      >>
      /FormElements true
      /GenerateStructure false
      /IncludeBookmarks false
      /IncludeHyperlinks false
      /IncludeInteractive false
      /IncludeLayers false
      /IncludeProfiles true
      /MarksOffset 6
      /MarksWeight 0.250000
      /MultimediaHandling /UseObjectSettings
      /Namespace [
        (Adobe)
        (CreativeSuite)
        (2.0)
      ]
      /PDFXOutputIntentProfileSelector /DocumentCMYK
      /PageMarksFile /RomanDefault
      /PreserveEditing true
      /UntaggedCMYKHandling /UseDocumentProfile
      /UntaggedRGBHandling /UseDocumentProfile
      /UseDocumentBleed false
    >>
  ]
>> setdistillerparams
<<
  /HWResolution [1200 1200]
  /PageSize [1008.000 1656.000]
>> setpagedevice


