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i Trademark cases not immune from
Medlmmune: The potential for increased
trademark infringement litigation?

By Anessa Owen Kramer and Molly Mack Crandall of Brooks

Kushman P.C.

n the Unired States, attorneys are often

coneerned that sending o couse and

dlesist letter could result in their chiem
hring swed as 3 defendant in a declaraslory

Judgment sction. hsorically. bowever, filing

an vppoesition hefore the "Frademark “Frial
andl Appeal Board "T'TAR) did not paise that
sanwe coiteeri. This is Becnse such wcions
were typically not considered to put a party
in “reasonable npprehansion of it the
bistorics] standard for seeking » declaratory

Judgment in cotrt. As a result of the recent

decision by the Tenth Cireuix Courre of
Apprals in Surefoot LU v Sure Fost
Corporation, No. 06-+29+ [10th Cir. July 5.
a00R), however, tadamark ewners may need
w think (wice before procecding with @
TTAH action. Indeed, in some cases, they
may wish o file a bawsuit in addition to the
TTAB sction so that they assure (hemselves
a “driver’s seat” in a possible lawsuit,
Sarefoot mvolved a deckiratory judgment
action relating to claims of trademark
infringement. In this cose, the declaratory
Judgnment defendunt (“Sure Foot NI') sent

the declaratory plaintilf {“Surefsot LT
crase arl desist Jetter in 1998 wsseriing thin
Surefeor UT's use of the "Suretoot” murk
infringed its crademark rights and, thues,
vieated & lkeliboo) of canlusion aimeay, the
parties’ proglucts. The parties attemptee to
setthe the dispute over the following yeur,
Surefoat U1 refused to ehange ity mime and
Sure Foot NI contnued its threms,
including threatoned Litigation, on nimerous
secasivns between 1998 ard 1999,
Communication bepween the parties ceased at
the ond of 1988, Huwever, the dispule
rehgnited in gouy atter Surefoor UT obunned
# fecleral trademark registration for the mark
“Qurefoor” Sure Foet ND filed a cancellation
peidtion whih the TTAB in August 2002 in
an attempt Lo cancel Sureibot UT's
trabemark repisoration. Also i 900 Save
Fout NI fikend an opposition with the TFAD
against another Surefoot U pending
wrademack application.

Between 2005 anid 2006, Sure Foot ND
filed three mipre oppositions with the TTAB
aguinst pending tradernark applications



osened Dy el U710 AE ihis point,

strefoor LIV assered thas it bolioved that
Sure Foor NI waould continue te M aby
possible fitere tradenrk applications sid
that i would eventually sae for rradensark
intringement. As el i 2006, Surefoor LT
tild a declaraory judgment action seeking o
Judgment that, amony other things, is mark
Jdidd ot Infringe any of Bure Foat NS
wwdemink rights, The federal disorict conrt
distiised Surelool L declaratory
Judginent subt on e prowad thar Sureloot
LA Dadd no reasonable apprehension of
inaninent suit by Suve Foor NI Suretoot UT
appealed the dismissal of it declaratory suit
e the Tentl: Cirenit,

After the district court dismissed Surefoot
LIfs d{,’{"lm'amrv' actian, but bethre the case
was heard on appeal before the Tenth
et the Suprenne Court huard amd
docicded thae case of Medfmmae, Ine, v
Cienenfech, Fue, 127 85, CL 754 {2007), In
M Tunnue, the Court found o “vase or
vantrs ersy” suflictent lor declaratory
Iudpmenr jurisdiction nnder the Declacatory
Jdgment Act ol 195410 patent vase where
U declaratory judgient platnafl bad no
“reasonable apprebonsion of aeil”

In Medimmune, the declaratory ploanngt
was a drng manubietoeer tat reluerantly
ingl'uml oy Gueneotech patent rn‘}'al!ics
wvenn hengh it didd et believe s drugg
infringed on Genentechs patent.
Medinouene, while continndng w py
rovalties 1o Gepentech, fikad i declaratory
Judgment action against Genenech i order
Lo ntatain 2 declaration that B was ot
infringing it patent or that Genentech's
prtent i invaliel, Uhe disteict couwrt applied
the regsanable apprehension of immnent suit
test and dismissed Medimmune's seit for

lack «f purizdiction. Tt ceasimed that

Medlnuwame had ne
regsonable apprehension
of litigation as long as it
veritinued (o pay
Genenteeh rovaltios,

The Suprenw Court
reversed the lower court’s
decision stating that
declaratory pudgisent
Jurisdiction did not
require a party 1o break
the luw or breach a
contract before it could
It & declaratery
Judgment sust, The Count
#lso stuted that the

languyre of the Declaratory

Judgment Act references Ardicle HIs case or
cantroversy requirement and, as such,
declaratory judgment case requires no
greater showing chan is required for Aricle
(1L Therefore, oven though Medlrunune did
not huve u reasopable appreliension thac
Genentech would sue, the case presented a
ilispute suflicient to satisfy aad inveke
aubpet jnatter Jurisdivtion based an the
validicy of Genenteeh's patent.

Iuportantly, in & footnote, the Medfmmnn:
Coart disvarded ihe reasousble apprehiension
of suid test by clarifying that declaratory
dgment jorisdiction focuses on whether a
euse’s underlying facts show an actual
controversy rather than on whether a party
will sue thie other In this footnotg, the Court
supported 1ts holding by citing to several
mserance actins where declasatory
I]u:!gn il Jtll‘i.‘il.lil.‘l.iull vty fiatel l.lc.'i]ii w
there being no reasonable apprehension of
sull. Medfornene, 197 5. Ctoat 774 11,

In the wake of Medtmmne, tae Tenll
Clreult in Surefoot found that decliratory
Judganent jurisdiction existed m this
tradetnark case involving “older™ cease i
thesist letters and moye recent TTAR
vancelfition nnd opposition preceedings. The
Fenth Cirewit held that the Medlmnune
decivion avesrrulad the Tenth Clrenit's
holding i Cardtoons, LU v Mujn Feagur
Buseball Players Adss's, 93 V.34 954, 963 (10th
Cir 1096), which applied 2 “reasonable
upprehension of muinent st test to it
Qi actti] Case OF Ccoptroversy in an
intcllectual propuerty case. Brstend, Swrgfon?
sonsidered the case’s underdying facts to
determine whether an actual case or
contraversy existed between the partiss and
not on whether one party wonld sue the
ather. S0, even thongh Surefont 1T may

arguably mot have bod & “rasobulb:

appreheision of inunment swit” because
several vears bad pussed since Sure Foot N1
tucatened litigation, the Cowrt held the vase
presented o Tcase or controversy” sullicient
fur declaratary Judgshent jurisdiction based
on i combination of fres, including five
separate T7IAB oppositions aid an extensive
history of allegations of past and current
trademark iuﬁ'ingcm&-nt. 'l"|nh:, am wlalod !}‘\’
the Surefont Court, the current test for
declaratory judgnient Jurisdiction i whether
the olleged facts show. Y
» a substantial controversy;
¢ herween parties wirh adverse legal
mteresis; sl
» that s sutliciently immediae and real to
warrant the issuance of a declaratory
Judgnrent. Surefuns . No.o6=1201 ae 16
{10th Cir. July M, ¢00R).

The Surefoot Court appears to have ieft open
the guestivn of whether the bling ol 2 single
TTAB procceding ur the seuding of « single
cease and desist better would alse he
sufficwent to domomstrate the existence of
duclaratory judgnent juvisdiciion.' The
Court even acknowledired in i apinion that
soime might now have this wores. The Cown
declined Lo answer this quesidon, istead
stating that its holding 1 based on 2
combination of taetors, including five
separate 17TA R oppositions and i extensie
history of allegations of trademark
fringement by the decdavatary delendant
against the declaratory plaintit!, The Coart
also noted that some inighe be concerned
vzt this holding could lead to o
circamvention of the TTAB and its own
jurisdiction. Surefbol , No. 06-129-1 at 2.2,
iy & (10th Tl July 8, @0us).

Trademark lawyers have long bemn carefual
in how they word cease und desist letters in
the United Stales ~ typically bulancing the
need for strong lawyering agminst euation in
not outright threatening litgation s as w
awvoid the potential of soliciting a declacstory
Judggment action, The post-Surefin
fupdication could be a slippery slope leading
towards o Hnding that oven s carefully
warded coase amd desist letter may now be
deemed conteitious crough wr establish a
case or conteoversy givimge vise (o declaratory
Judgment jurisdiction, namely a ccase and
¢lesist letter that does not threaten iminent
litigation. Previowsly, if one avoided
threatening further lf:.gi:! AL, L was mnre
diffieult for 4 potential declaratory plaistiff o
show a reasonahle apprebension of fmminent

stiir. Now, owever, a cease and desist letter



without threats of further legal action may
he viewed as giving rise to a case or
contiroversy botwoen parties with adverse
legal :terests, Similarly, the Qling of a single
or mnttigle T7FAB oppositions or

cancellation proceedings, which by itself may
not specifeally threaten further legal sctlon,
may also be viewed as creating a case or
santteoversy suflivient w evtablish

decluratory judgment arisdiction.

L ruling only upon the specific
venninbation of fhcwers underlyipg the
Surefoet case, the Tenth Ciroeuit cited o
cerin vases s support of its holding thw
ikowize nvelved a combinaton of TTAR
appositicias and threats of litigation.
Surefoot | No. Q6-4294 at 24, 1.8 {1oth Cir,
Inly £, 2008). At least one of these cited
vases iy alleviste some of the declaratory
Tusdginens foars created by che Sureiool
Court. For example, iv IS 12 5. Champivn
I ndvve Mfg & Supple Co, 510 F Supp. 2d
b, mot (L3 Fla 20u7) the court stated
that the detendane was “corrvect that the
tiling of 3 TTAR action & pot, on its own,
sutfielent 1o ereare an actius controversy,
el is not the tssue in this case whoere it is
undisputad that in addition to Bling an
opposition in the TTABR proceedings,
[Nefendant] sent rm'rcsp:m\']t'm‘(' 102
[Plaintili] suggosting iv would sae if its
Cinfringement’] concerns ‘could not be
setthal on ao smicable basis.™ The other
vited vasey in Swefot cach involved
vombination of claims of infringement,
threats of litigration, and the filing o' o
TTAR procceding. Uhese cited cases, along
with the Court's diseussion of the
discretiopury nature of declaratory
Judgnent junsdiction, iney provide some
hinrs that the mere filing of o single TTATR
apposttion without clalms of tradeinark
infringement or the sending of a single
coast and desist lester without threats of
litigation may not rise e the level of
deckaratory judgrent Jurisdiction.

Faen i such actions do rise to the level of
dectaratory jadgment jurisciction, then
eslaratory plaintiffs sill faee the second
Inerdte of whether such Hmdad actions
should be entertained by a court. The
Surefent Court devoted parts of it opinion to
diseussing the faet hat the test for
deslaratery purisdiction includes »
consideration of all of the underiying

circimsiances wd that the guestion of
whether such jurisdiction exists "is often a
question of ‘degree”” Surafbor | No. Q61294
at 22 7 tsh O daiy 8, 2008), citing

Medimaure, 127 8. Ce.at 733 {juoting

Marvinud Casvalty Co. 2 Pactfic Coel & O

Co, g12 US. 270, 278 (1911). Qv a district

coutt determines that o case meets the

declaratory judgment jurisdictional

requirements, the conrt nast deterinling

whether the particular suit warrants its

sttentimy. Irs nuekhag this determination, the

vourt considers severad factors, namely:

» whether & decluratory action would sertle
the controversy;

= whether it would serve o usetil purpose in
clarifying the legal velations st issue

= whether the declaratory rensady is being
wsedd merely for the purpose of “procedural
fending” ar “tar prowide an avens for a race
tor l‘c:ijudit:illil";

= whether ase of a declaratary action would
increase fricton between our foderal and
state courts amd buproperly eicroach upon
state juristliction; and

» wheiher there is an alternative remedy
which is better er more effective,

The combination of time and the pes-
Surefoot case law will determine the
practical effects of the Surgfoat decision. In
awctuall ty, there may not be graater concern
over the tone of a sitgle couse and desist
letter or the filing of w single TTAD
opposition, bt rather consideration us w
wliether one shauld proceed straight 1o
litigation and avord running the visk of
being talivn into court as a declaratory
defendant eliogether

A suceesslul T'UAR opposition provides
the plaintift {fopposer) with finuted reliet.
TTAR appasitions decide whether the
eaderark owoer can own & federal
teademark vegistration. T'he "T'TADB does not
tecnle whether the owner can wse the
specitic mark — the question is Himited to the
right to registration. In order to stop a
party fron: using ¢ mark that one believes i
infringing, then a party must sue for
trademnark infringement in federal court
{abscat sersting the case out of court).

While a party may be suceessitl in
opposing apother pirty’s trxlemark
registration, they may nevertheless be
unhappy when the defendant continues to nse
the mark. Ruther than run the risk of being
sued i a declaratory judgment action tor
filing a T'PAB action that does not offer full
relief, Surgfoct may have the srHitendod
dfect of encouraging parties to proceed
directly to an infringrement lawsuit in federal
couet. fu thnt way, they choose the forem, the
tuning, noed iratne the Lvesuit as a plainndl

In addition, amended roles mplemented
by the TTAR on August 1, 2007 arguably
also have the pelcutal to macase federsl
court ftigation and decvease TTAL
proceedings, Costpled with the Surefoot
decision, ts ny bt a “deuble whanmy™
effect that limirs the desirability of
resolving matters in the TTAB. The
ameided TTAR rules more closely foliow
the Federal Bules of Civit Procudare
{FRCPY such that o TTAB opposition
procealing may be nearly as costly, tine
consuming and eumbersome as litigtion n
federal cowr. Por example, the amersbed
AL Rules mimie the FRCE
with regard 1o service proguduris,
settlvient/discovery conlerences, initigl
disclosures, expert disclosures, and pre-tnal
confurences, See FRCP 26, 37 CRR 2o,
and 2120, Arguably, e amended TTAR
rules and the Surgfout ruling may “iointly
and severnbly” have the prachcal effeer of
circumventing the T7TAL

TTAR opposition proceedings may beeonie
a magter of practice i order w merely suny o
mark from hecoming registered while the
parties Htigate the iseue of trademark
nlringement i federal vourt — o the form of
a tradersark infringemncerit sait, not o
declamtur'y action.

Ultimately, as usual, parties should procecd
caytiously while waghing all of the factors
and all of the rishiz when deafting conse and
desist leters ard/or opposHion or
cancellation sotees betore the 'TCAR. The
district court’s decision hr Surctixet oo
repand should provide further insight at
lenst with regard to the question ol whether
a vourt shoald hear & euse imvalving a
combination of underlying factors that rise
to the level of a cose or controversy for

declaratory judgment jurisdiceion, €5

Notes

+  In an August 15, 2008 decision, the ULS.
Court of Appeals for the Federal Circuil held
that a subjective fear of a patent
infringemant suit, absent any other threats,
was insuflicient to create a case or
conleoversy, lhus making & dedaratory
judgment action inappropriate, The Court
held that thare must be an aHirmative act
by the declaratory Judgment defendant. A
refusal to sign a covenant not o sue ziter
the filing of the declaratory judgment suit
did not render jurisdiction appropriate at
the time of filing. See Prasco LIC v. Medicis
Pharmaceutical Corp,, Fed. {ii. ¥o. zo07-
1524, Bf1s/o8.



